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2007 IPO Board Resolutions

Adopted March 28, 2007

[Inequitable Conduct Reform] - RESOLVED, IPO supports, in principle, legislation as
recommended by the National Academies of Sciences to modify or remove the subjective
elements of patent litigation in order to increase predictability of patent dispute resolution,
and specifically, IPO supports legislation to (1) limit or eliminate the unenforceability
defense based upon inequitable conduct in patent litigation, (2) eliminate the requirement
to disclose the best mode contemplated by the inventor of carrying out the invention, and
(3) allow enhanced patent infringement damages to be awarded for "willful” infringement
only in limited circumstances, such as those set forth in IPO’s Amicus Brief filed in In Re
Seagate Technology LLC.

[Codification of the law of Apportionment of Damages: Specific Features] -
RESOLVED, IPO supports amending section 284 of title 35, United States Code by adding
the following text after the first paragraph:

“Where an infringer shows that an apportionment of economic value is necessary to
assure that damages based upon a reasonable royalty do not exceed the economic
value properly attributable to the use made of the invention, such apportionment shall
exclude from the reasonable royalty calculation the economic value shown by the
infringer to be attributable to the infringer's incorporation into the infringing product or
process of features or improvements, whether or not themselves patented, that
contribute economic value to the infringing product or process separately from the
economic value properly attributable to the use made of the invention.

Where the claimant shows that the use made of the invention is the basis for market
demand for an infringing product or process, the royalty may be based upon the entire
market value of the products or processes provided to satisfy that demand.

The court shall identify all factors relevant to the determination of a reasonable royalty
under this section and the court or the jury, as the case may be, shall consider such
factors in making the determination.”

(http://www.ipo.org/AM/Template.cfm?Section=Board _Resolutions_and_Position_Statements& Template=/CM/HTMLDi
splay.cfm&ContentID=13967)
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6. Modify or remove the subjective elements of litigation. Among the factors that
increase the cost and decrease the predictability of patent infringement litigation are issues
unique to U.S. patent jurisprudence that depend on the assessment of a party’s state of
mind at the time of the alleged infringement or the time of patent application. These
include whether someone “willfully” infringed a patent, whether a patent application
included the “best mode” for implementing an invention, and whether an inventor or patent
attorney engaged in “inequitable conduct” by intentionally failing to disclose all prior art
when applying for a patent. Investigating these questions requires time-consuming,
expensive, and ultimately subjective pretrial discovery, a principal source of soaring
litigation costs. The committee believes that significantly modifying or eliminating these
rules would increase the predictability of patent dispute outcomes without substantially
affecting the principles that these aspects of the enforcement system were meant to
promote.

(http://books.nap.edu/html/patentsystem/0309089107.pdf)
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