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Trade Mark Prosecution

First to file vs. first to use

Jurisdiction First to file or first to use?

Brunei First to use
Cambodia First to file

Indonesia First to file

Laos First to file

Malaysia First to use
Myanmar First to file (under the new law)

Philippines First to file

Singapore First to use
Thailand First to file

Vietnam First to file
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Scenario: a Japanese company wants to use and register its Japanese mark O EH Y
(sunflower in Hiragana) for its goods and services.

Is 0 EH Y distinctive
for a restaurant services? (non Latin

marks are
not
qualified
for
protection)

x x v x x
(non-Latin
marks are
not
qualified
for
protection)

Is D EH Y distinctive % v % %
for sunflower seeds?

* based on the prevailing trademark system in Myanmar, but the new law and trademark rules (when issued) may affect the interpretation.



Scenario: A Japanese company to use and register # LY L LY (“tasty” in Hiragana) for its goods
and services wants

Is &L L LY distinctive

fOI‘ restaurant SeerceS? (|ncon3|stent) (non -Latin
marks are
not
qualified
for
protection)

Is &L L LY distinctive v v x ® % x v % %
fOI’ fOOd" (|ncons|stent) (non-l_atin
marks are
not
qualified
for
protection)

* based on the prevailing trademark system in Myanmar, but the new law and trademark rules (whenissued) may affect the interpretation.



A Japanese company has a famous bread product in Japan, and uses the Katakana, * 0 >/\
>, which means “melon bread” in Japanese and is considered to be a generic name in Japan.
Do they need to do a trademark search re usability and registrability?

Is a search recommended? x
(non Latin
marks
registered v
before the (For English
IP Law, translation,
which are if it will be
active used in
now, may Myanmar)
stand as
obstacles)

* pased on the prevailing trademark system in Myanmar, but the new law and trademark rules (when issued) may affect the interpretation.



Prior mark issue about “Japanese Ianguage” marks

Bl EBRLW

3|m|Iar d|SS|m|Iar S|m|Iar S|m|Iar S|m|Iar 3|m|Iar S|m|Iar 5|m|Iar

(&L L L (Oishii) is Hiragana (except in case

letters meaning delicious, while & the marks bear

Bk L LY (Oishii) is Chinese descriptive or

characters and Hiragana letters generic

meaning delicious. meaning)

HSLyLLyvv. OISHII = X = = = = N/A = =
similar dissimilar similar similar similar similar similar similar

(except in case
the marks are
descriptive or

generic)

HLLLyv. EBR x X = = x x N/A = =

dissimilar dissimilar similar similar dissimilar dissimilar similar similar
(38K (Bimi) is Chinese characters (due to (due to
meaning delicious. connotation connotation

similarity) similarity)

BLyLLyw. BLLY = = = = = = N/A = =
(& L L) (Oshii) is Hiragana letters similar similar similar similar similar similar similar similar
meaning “almost” or “close”. (except in case (due to (due to
Appearance and/or pronunciation of the marks are appearance appearance
these two marks might be similar. descriptive or and sound and sound
But, from a Japanese perspective, generic) similarities) similarities)

these are quite different.

* based on the prevailing trademark system in Myanmar, but the new law and trademark rules (when issued) may affect the interpretation. g



MALAYSIA - Legislation updates

» Accession to Madrid Protocol — procedures in
place for single filing of international trade mark,
multi-class applications

 Protection for non-traditional marks i.e. sound,
scent, colour, holograms, positioning and

Act sequence of motion

» Remedy for groundless threats of infringement

* Increase in penalties for trademark offences

Amendment to

Trademarks
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Trade Mark Prosecution

First to file vs. first to use

Jurisdiction First to file or first to use?

Brunei First to use
Cambodia First to file

Indonesia First to file

Laos First to file

Malaysia First to use
Myanmar First to file (under the new law)

Philippines First to file

Singapore First to use
Thailand First to file

Vietnam First to file
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Baker
McKenzie.

e .
Baker & McKenzie (Gaikokuho Joint Enterprise) is a member firm of Baker & McKenzie International, a global law firm
with member law firms around the world. In Japan, the services of ,Baker & McKenzie (Gaikokuho Joint Enterprise) and
the other member firms of Baker & McKenzie International are provided through Baker & McKenzie LPC. In accordance
with the common terminology used in professional service organizations, reference to a "partner" means a person who is
a partner, or equivalent, in such a law firm. Similarly, reference to an "office" means an office of any such law firm. This
may qualify as “Attorney Advertising” requiring notice in some jurisdictions. Prior results do not guarantee a similar

outcome.
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